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DETAILED ACTION 

1 . This case has been reassigned to a new examiner. 

Claim Objections 

2. Claim 47 is objected to because of the following infonmalities: Claim 47 refers to the message of 
claim 44, when claim 44 is in fact a claim for a method. Based upon claims 45, 46 and 48, the Examiner 
believes this is a typographical mistake rather than a change of embodiment. Therefore, for purposes of 
compact prosecution, claim 47 is treated as Ttie metfiod of claim 44, rather than The message of claim 
44. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that fomn the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for pate.nt or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1,5-8, 10-13, 21, 23, 25, 27-30, and 49 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Horstmann et al. (U.S. Patent No. 6,779,022). 

5. In regard to claims 1 , 23 and 49, Horstmann discloses receiving an email message at the source 
email server, wherein said email message has a destination email address in a first field, a code in a 
second field and an instruction in a third field, wherein said destination email address corresponds to a 
subscriber account on the remote email network; checking a database to determine a permission for the 
destination email address; and applying the instruction to the set of email messages if the permission is 
granted. Horstmann discloses a method of filtering and forwarding email. A communicafions server 
receives messages through a mail interface. The user can retrieve all messages from any device that 
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provides Internet access. The comnnunications server dispatches messages to an appropriate receiving 
device based on the user's needs. A filter applies blocking and filtering rules to the messages, and 
filtered messages are dispatched to an appropriate user device. A user authentication module allows the 
user to verify their identity before confirming mail settings. See Horstmann, column 3, lines 22-38, lines 
46-55, column 4, lines 2-18, lines 36-44, column 5, lines 1-5. The database in claim 1 is inherent to an 
email filtering system that uses filtering and blocking rules for messages. The database in claims 23 and 
49 is inherent to a user authentication module. Claims 1, 23 and 49 are broad enough as to be read to 
simply encompass an email filter that is not as specific as the mail management system taught by 
Horstmann. 

6. In regard to claim 5, Horstmann is applied as in claim 1. Horstmann also discloses filtering 
messages by subject field criteria. See Horstmann, Figure 6, column 7, line 61 - column 8, line 6. 

7. In regard to claim 6, Horstmann is applied as in claim 1. It is inherent to any SMTP email system 
that the email header will include the identity of the message sender. 

8. In regard to claims 7-8, Horstmann is applied as in claim 1 . Claims 7-8 add the additional 
limitations of the code comprises a predetermined data string, the second field comprises a message 
addressee field, and the predetermined data string corresponds to an email account on the source server. 
These limitations essentially say that an email has infonnation about the sender of the email, which is 
inherent to any email system. 

9. In regard to claim 10, Horstmann is applied as in claim 1. Horstmann does not explicitly disclose 
a retrieve command that sends email to its destination, but such a system is inherent to the Horstmann 
system since Horstmann is an email management system that deals with routing email to various devices 
and various devices must still retrieve the email from Horstmann. 

10. In regard to claim 1 1 , Horstmann is applied as in claim 1 . Horstmann also discloses the 
instruction comprises a command and a criteria, and wherein in response to said instruction, step (c) 
further comprises the steps of searching a mailbox associated with the subscriber account to select the 
predetermined set of email messages according to the criteria. Horstmann discloses filtering mail 
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messages. This filtering can be done by sender or subject line criteria. See Horstmann, Figure 6, column 
7, line 61 - column 8, line 6. 

11. In regard to claim 12, Horstmann is applied as in claim 11. It is inherent to any email 
management system that a command must be able to be issued in order to retrieve email messages from 
the system. 

1 2. In regard to claim 1 3, Horstmann is applied as in claim 11. It is inherent to any email 
management system that a command must be able to be issued in order to delete email messages from 
the system since no email management system has infinite storage capacity. 

1 3. In regard to claim 21 , Horstmann is applied as in claim 1 . Horstmann further discloses the third 
field comprises a message body field. It is inherent to email systems that an email message will include a 
message body. 

14. In regard to claim 25, Horstmann is applied as in claim 23. Horstmann further discloses 
populating the database with a device type associated with each subscriber email address, ar)d wherein 
step (c) further comprises the steps of checking the database for a device type corresponding to the 
destination email address, determining if the device type is compatible with the instruction, and modifying 
the instruction according to the device type. Horstmann discloses compatibility with multiple message 
receiving devices. Horstmann, column 4, lines 2-7. The email addresses can be associated with different 
locations. Horstmann, column 3, lines 28-39. Email retrieval can be modified for various devices, by use 
of HTML, WML, and HDML fonmats for content. Horstmann, column 4, lines 47-65. 

15. In regard to claim 27, Horstmann is applied as in claim 23. It is inherent to any email system to 
include a retrieve command in order to send messages from the server to the recipient on the request of 
the recipient. 

16. In regard to claim 28, Horstmann is applied as in claim 23. The limitations embodied within claim 
28 are substantially the same as the limitations within claim 1 1 . Therefore the rejection against claim 1 1 
is equally applicable to claim 28. 
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17. In regard to clainn 29, Horstmann is applied as in claim 28. The limitations embodied within claim 

29 are substantially the same as the limitations within claim 12. Therefore the rejection against claim 12 
is equally applicable to claim 29. 

18. In regard to claim 30, Horstmann is applied as in claim 28. The limitations embodied within claim 

30 are substantially the same as the limitations within claim 13. Therefore the rejection against claim 13 
is equally applicable to claim 30. 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 14, 22 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Horstmann. 

21. In regard to claim 14, Horstmann is applied as in claims 11-13. It would be obvious to one of 
ordinary skill in the art at the time of the invention to use both a retrieve command and a delete command 
with an email management system In order to delete the messages from the server after they have been 
retrieved in order to conserve disk space on the server. 

22. In regard to claim 22, Horstmann is applied as in claim 1 . Horstmann discloses the ability of a 
mail system to filter messages according to certain criteria. See Horstmann, Figure 6, column 7, line 61 - 
column 8, line 6. Horstmann fails to disclose a default action by a filter if the criteria are not defined. 
However, such a default action is well known in the art of network filters. Furthermore, such a default 
action could be considered the "else" portion of an if/else section of programming or a "switch" statement 
in c programming which has a "default" condition, which are both simple ways of looking at a network 
filtering mechanism. Therefore, it would be obvious to one of ordinary skill in the networking art at the 
time of the invention to have a default condition for a filtering mechanism within the Horstmann invention 
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to allow messages which have not had filtering rules created which match their criteria to be treated and 
not discarded. 

23. In regard to claim 31 , Horstmann is applied as in claim 28. The limitations embodied within claim 
31 are substantially the same as the limitations within claim 14. Therefore the rejection against claim 14 
is equally applicable to claim 31. 

24. Claims 2-4, 26, 38, and 41-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Horstmann as applied to claims 1 and 23 above, and further in view of Chapman (Maiordomo: How I 
Manage 17 Mailing Lists Without Answering "-request" Mail . 1992 LISA VI, October 19-23, 1992, Long 
Beach, CA). 

25. In regard to claim 2, Horstmann is applied as in claim 1, Horstmann discloses an email filtering 
and forwarding system that works over a web client based on detemriining that the subscriber has 
authorization to alter their mail settings. Horstmann further discloses a database with user-specific 
infomriation for filtering email. See Horstmann, column 6, lines 17-23, Figure 5, Figure 8. Figure 8 
specifically deals with device specific infomriation. See Horstmann, column 6, lines 54-59 for forwarding 
and filtering email to specific device types. Horstmann fails to disclose sending commands to alter mail 
settings through an email message. However, Chapman discloses the ability to parse email messages 
for commands to control an email server using a program developed in 1992, before the usage of html 
web page forms to submit infomriation via email became well known in the networking art. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to use the Horstmann invention 
to send email filtering and forwarding commands to a server by using an email command system similar 
to Chapman in order to allow a machine without a graphic user interface, such as an old UNIX "dumb 
temninar, to manage email. 

26. In regard to claim 3, Horstmann and Chapman are applied as in claim 2, Chapman fails to 
disclose modifying the response of the system for the device. However, Horstmann further discloses that 
the mail management system can be interfaced with various devices, and that the system supports 
Hypertext Mari<up Language, Wireless Markup Language, and Handheld Device Markup Language to 
allow message to be sent to said various devices. See Horstmann, column 4, lines 47-65. It would have 
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been obvious to one of ordinary skill in the art at the time of the invention to modify the 
Horstmann/Chapman combination for use with various devices in order to allow someone using a 
common text device such as a pager, cell phone or Palm device to access and control email. 

27. In regard to claim 4, Horstmann and Chapman are applied as in claim 2. Horstmann describes 
an email management system. Chapman describes sending commands via email. Horstmann further 

describes a user authentication system. The motivation to combine Horstmann and Chapman has 

c 

already been given in the rejection for claim 2. Furthermore, it would be obvious to one of ordinary skill in 
the art that if Chapman can parse email messages for commands and Horstmann includes a user 
authentication system, that one could send commands to the user authentication system via email 
messages to be parsed. 

28. In regard to claim 26, Horstmann is applied as in claim 23. The limitations within this claim are 
substantially the same as the limitations embodied within claim 4. Therefore the rejection against claim 4 
is equally applicable against claim 26. 

29. In regard to claim 38, Horstmann and Chapman are applied as in claim 26. The limitations within 
this claim are substantially the same as the limitations embodied within claim 26. Therefore the rejection 
against claim 26 is equally applicable against claim 38. 

30. In regard to claim 41, Horstmann and Chapman are applied as in claim 38. Chapman has 
already disclosed parsing commands from email messages. Horstmann has already disclosed filtering 
messages based on commands. Therefore it would have been obvious to one of ordinary skill in the art 
to filter messages in the Horstmann system based on commands parsed from an email as taught by 
Chapman for the same motivation as the motivations for the rejections for claims 2-4. 

31 . In regard to claim 42, Horstmann and Chapman are applied as in claim 41 . It is inherent to any 
email system that an email message contains a message body. 

32. In regard to claim 43, Horstmann and Chapman are applied as in claim 38. It would be obvious 
to one of ordinary skill in the art to delete an email after sending it from the mail server to conserver drive 
space on the server. 
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33. In regard to clainn 44, Horstmann and Chapman are applied as in claim 26. The limitations within 
this claim are substantially the same as the limitations embodied within claim 26. Therefore the rejection 
against claim 26 is equally applicable against claim 44. 

34. In regard to claim 45, Horstmann and Chapman are applied as in claim 44. It is inherent to all 
email systems that an enriail message contains a subject field. 

35. In regard to claim 46, Horstmann and Chapman are applied as in claim 44. It is inherent to all 
email systems that an email message contains a message body. 

36. In regard to claim 47, Horstmann and Chapman are applied as in claim 44. Horstmann also 
discloses the instruction comprises a command and a criteria, and wherein in response to said 
instruction, step (c) further comprises the steps of searching a mailbox associated with the subscriber 
account to select the first email message according to the criteria and executing said command. 
Horstmann discloses filtering mail messages. This filtering can be done by sender or subject line criteria. 
See Horstmann, Figure 6, column 7, line 61 - column 8, line 6. 

37. In regard to claim 48, Horstmann and Chapman are applied as in claim 44. Horstmann discloses 
a user authentication module as previously shown. A database with a plurality of subscriber accounts 
and associated email addresses would be inherent to such an authentication module. 

38. Claims 9 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Horstmann in 
view of Netscape Mail Server Administrator's Guide (Netscape Communications Corporation, 1996). 

39. In regard to claims 9 and 24, Horstmann is applied as in claims 1 and 23. Horstmann discloses 
an email management and filtering system with a user authentication module. Horstmann fails to disclose 
sending a message if unable to perfonn a task. However, Netscape Mail Server Administrator's Guide 
discloses sending error messages from the mail server when it is unable to carry out a task. See 
Netscape Mail Server Administrator's Guide, 65-66. Netscape Mail Server is analogous art because it is 
the operating guide to a mail server, as is presented in Horstmann. It would be obvious to one of ordinary 
skill in the art at the time of the invention to have the mail server send an error message for any number 
of reasons, including the inability to perfomn a task. 
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40. Claims 15-20 and 32-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Horstmann in view of cc:Mail for Windows User's Guide, 

41 . In regard to claim 15, Horstmann is applied as in claim 1 1 . Horstmann fails to explicitly disclose 
filtering messages based upon the sender. However, cciMail discloses that mail programs commonly 
filter email messages by sender. cc:Mail is an example email program, and is analogous because it 
receives SMTP mail like Horstmann. See cc:Mail, 152, Table 8-1. cc:Mail uses the same conditions for 
filtering rules as it does in searching messages. See cc:Mail, 166. It would be obvious to one of ordinary 
skill in the networking art at the time of the invention to filter email based upon the sender, in order to 
allow the user to define which messages they choose to receive and which they choose not to receive. 

42. In regard to claim 16, Horstmann is applied as in claim 11. Horstmann fails to explicitly disclose 
filtering messages based upon the message subject line. However, cc:Mail discloses that mail programs 
commonly filter email messages by the message subject line. cc:Mail is an example email program, and 
is analogous because it receives SMTP mail like Horstmann. See cc:Mail, 166-167, figures 9-4 and 9-5. 
It would be obvious to one of ordinary skill in the networking art at the time of the invention to filter email 
based upon the message subject line, in order to allow the user to eliminate extraneous spam messages. 

43. In regard to claim 1 7, Horstmann is applied as in claim 1 1 . Horstmann fails to explicitly disclose 
filtering messages based upon the date of the message. However, cc:Mail discloses that mail programs 
commonly filter email messages by date. cc:Mail is an example mail program, and is analogous because 
it receives SMTP mail like Horstmann. See cc:Mail, 167, figure 9-5. It would be obvious to one of 
ordinary skill in the networking art at the time of the invention to filter email based upon the message date 
in order to allow the user to control which messages the user receives and how old those messages are. 

44. In regard to claim 1 8, Horstmann is applied as in claim 1 1 . Horstmann fails to explicitly disclose 
filtering messages with a Boolean operation and a plurality of date strings. However, cc:Mail discloses 
that mail programs commonly filter email messages with a Boolean operation and a plurality of date 
strings. cc:Mail is an example mail program, and is analogous because it receives SMTP mail like 
Horstmann, See cc:Mail, 167, figure 9-5. It would be obvious to one of ordinary skill in the networking art 



Application/Control Number: 09/739,816 Page 10 

Art Unit: 2145 

at the time of the invention to filter email based upon the message date in order to allow a user to control 
which messages they receive. 

45. In regard to claim 1 9, Horstmann is applied as in claim 1 1 . The rejection for claim 1 5 deals with 
filtering based upon the mail sender. The rejection for claim 16 deals with filtering based upon the subject 
line. cc:Maj| teaches that multiple filtering rules can be applied to email messages. See cc:Mail, 166- 
167, figures 9-4 and 9-5. It would have been obvious to one of ordinary skill in the networking art at the 
time of the invention to filter email using multiple rule conditions in order to allow the user better control 
over the management of their email. 

46. . In regard to claim 20, Horstmann is applied as in claim 1 1 . Horstmann fails to explicitly disclose 
filtering messages by the recipient of the message. However, cc:Mail discloses that mail programs 
commonly filter email messages by the recipient of the message. cc:Mail is an example mail program, 
and is analogous because it receives SMTP mail like Horstmann. See cc:Mail, 152, table 8-1. It would 
be obvious to one of ordinary skill in the networking art at the time of the invention to filter email based 
upon the recipient in order to allow a user to control which messages they receive. 

47. In regard to claim 32, Horstmann is applied as in claim 28. The limitations within this claim are 
substantially the same as the limitations embodied within claim 15. Therefore the rejection against claim 

15 is equally applicable against claim 32. 

48. In regard to claim 33, Horstmann is applied as in claim 28. The limitations within this claim are 
substantially the same as the limitations embodied within claim 16. Therefore the rejection against claim 

16 is equally applicable against claim 33. 

49. In regard to claim 34, Horstmann is applied as in claim 28. The limitations within this claim are 
substantially the same as the limitations embodied within claim 17. Therefore the rejection against claim 

1 7 is equally applicable against claim 34. 

50. In regard to claim 35, Horstmann is applied as in claim 28. The limitations within this claim are 
substantially the same as the limitations embodied within claim 18. Therefore the rejection against claim 

18 is equally applicable against claim 35. 
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51 . In regard to claim 36, Horstmann is applied as in claim 28. The limitations within this claim are 
substantially the same as the limitations embodied within claim 19. Therefore the rejection against claim 

19 is equally applicable against claim 36. 

52. In regard to claim 37, Horstmann is applied as in claim 28. The limitations within this claim are 
substantially the same as the limitations embodied within claim 20, Therefore the rejection against claim 

20 is equally applicable to claim 37. 

53. Claims 39-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Horstmann in view 
of Chapman in further view of cc:Mail. 

54. In regard to claim 39, Horstmann and Chapman are applied as in claim 38. Horstmann and 
Chapman fail to explicitly disclose filtering messages based upon the message subject line. However, 
cc:Mail discloses that mail programs commonly filter email messages by the message subject line. 
cc:Mail is an example email program, and is analogous because it receives SMTP mail like Horstmann. 
See cc:Mail, 166-167, figures 9-4 and 9-5. It would be obvious to one of ordinary skill in the networking 
art at the time of the invention to filter email based upon the message subject line, in order to allow the 
user to eliminate extraneous spam messages. 

55. In regard to claim 40, Horstmann and Chapman are applied as in claim 38. Horstmann and 
Chapman fail to explicitly disclose filtering messages based upon the sender [message addressee]. 
However, cc:Mail discloses that mail programs commonly filter email messages by sender. cc:Mail is an 
example email program, and is analogous because it receives SMTP mail like Horstmann. See cc:Mail, 
152, Table 8-1 . cc:Mail uses the same conditions for filtering rules as it does in searching messages. 
See cc:Mail, 166. It would be obvious to one of ordinary skill in the networking art at the time of the 
invention to filter email based upon the sender, in order to allow the user to define which messages they 
choose to receive and which they choose not to receive. 
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Conclusion 



Any inquiry concerning this connnnunication or earlier comnnunications fronn the examiner should 
be directed to Jeffrey R. Swearingen whose telephone number is (571) 272-3921 . The examiner can 
normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Valencia Martin-Wallace can be reached on 571-272-6159. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status infomnation for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-21 7-91 97 (toll-free). 
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